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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments filed November 20, 2006 have been fully considered but 

> 

they are not persuasive. Applicant argues that neither Kageyama (6,227,739) nor 
Green (5,829,976) teach the viscosity of the anesthetic being such that the anesthetic 
will not leak from the applicator unless pressure is applied to the anesthetic. The 
applicator disclosed by Applicant appears to be identical to the applicator of Kageyama 
in all respects, indeed the disclosure of Kageyama 739 is incorporated by reference in 
Applicant's specification and indicated as a suitable applicator (see Applicant's 
specification, page 3, lines 4-6; compare Applicant's figures to the figures of 
Kageyama). Kageyama is discloses an easy-to-manufacture, inexpensive applicator 
which is suitable for dispensing a variety of liquids, including cosmetic liquids, ink, and 
correcting liquid (col. 1, lines 4-8, col. 3, lines 42-45). All of these liquids are known to 
be viscous to at least some extent. The applicator of Kageyama has an open end, with 
the liquid being dispensed through a narrow tip pipe and through the bristle tip 
(Kageyama, Figs. 1-5, col. 5, lines 7-58). Kageyama does not include any component 
holding the liquid inside the reservoir other than the narrowness of the tip pipe and the 
bristle tip relative to the reservoir. The applicator of Kageyama would be unable to 
function as described in Kageyama if the liquid leaked from the applicator without the 
application of pressure to the reservoir. A viscosity sufficient to prevent the liquid from 
leaking out of the applicator without the application of pressure to the reservoir is 
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therefore considered to be inherent in Kageyama. The burden to show that this, in fact, 
is not the case is shifted to Applicant as per In re Fitzgerald, 619 F.2d 67, 70, 205 
USPQ 594, 596 (CCPA 1980). 

2. Note that the use of benzocaine as an anesthetic and sucralose as a sweetener 
in oral and dental compositions is well known, as indicated in U.S. Patent Application 
Publication Nos. 2003/0211051 to Majeti et al., 2003/0124065 to Majeti et al., 
2004/0101492 to Dolan et al., and 2004/0131662 to Davidson et al. U.S. Patent No. 
6,120,789 to Dunn and U.S. Patent Application Publication No. 2002/0187108 to 
Rajaiah et al. each teach that an oral care composition including benzocaine can be 
applied by a variety of means, including squirting from a tube, using a brush, or using a 
pen-type applicator. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. The rejections of Claims 1, 5, 10, and 12-15 under 35 U.S.C. 103(a) over 
Kageyama (6,227,739) in view of Green (5,829,976) are maintained for the reasons of 
record, as well as the reasons indicated above in paragraphs 1-2. 
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5. Claims 16, 23, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kageyama in view of Green, and further in view of U.S. Patent No. 
6,423,750 to Johnson. 

6. For Claims 16, 23 and 27, Kageyama/Green teach all the limitations of Claim 1 , 
as described above in paragraph 4. Green teaches the liquid or gel being a topical 
anesthetic for use in treatment of infected teeth and gums (col. 1 , lines 12-15, col. 4, 
lines 44-51 , Claim 11). Kageyama does not teach the anesthetic composition being 
comprised of benzocaine. However, benzocaine is a well-known anesthetic for use in 
anesthetic compositions. Johnson confirms this and teaches an anesthetic composition 
including benzocaine for use in a bristle-tipped applicator to relieve pain during 
treatment of mouth sores and other painful skin conditions (Abstract, Figs. 1-11, col. 8, 
lines 26-52, col. 16, lines 33-60). Applicant's specification does not disclose that 
benzocaine solves any particular problem or has any advantage over other anesthetics. 
It would have been obvious to one of ordinary skill in the art to modify Kageyama/Green 
to include benzocaine in the anesthetic composition to relieve pain, as taught by 
Johnson. 

7. Claims 17-19, 24-26, and 28-30 are rejected under 35 U.S.C. lOSfa^as being 
unpatentable over Kageyama in view of Green, and further in view of Johnson and U.S. 
Patent No. 4,435,440 to Hough et al. 

8. For Claims 17-19, 24-26, and 28-30, Kageyama/Green/Johnson teach all the 
limitations of Claims 16, 23, and 27, as described above in paragraph 6. Green teaches 
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the liquid or gel being a topical anesthetic for use in the mouth for treatment of infected 
teeth and gums (col. 1, lines 12-15, col. 4, lines 44-51, Claim 11). Kageyama does not 
teach the anesthetic composition including a sweetener. However, it is well known in 
the art to include a sugar-free sweetener such as sucralose in dental compositions. 
Hough confirms this and teaches a sugar-free sweetener for sweetening compositions 
for use in the mouth, including orally administered pharmaceutical compositions (col. 1 , 
lines 4-21, col. 2, lines 32-42). For Claims 18, 19, 25, 26, 29, and 30, Hough teaches 
the sweetener being sucralose (col. 1, line 65 to col. 42; note that sucralose is the 
generic name of the chlorinated sucrose derivative compositions described, as indicated 
in Merck Index entry for sucralose). Hough teaches that sugar-free sweeteners are 
advantageous in that they combine a high degree of sweetness with a low risk of dental 
caries (col. 1, lines 22-28). For Claims 17-19, 24-26, and 28-30, Applicant's 
specification does not disclose that the use of sucralose in the anesthetic composition 
solves any particular problem or has any advantage over other sugar-free sweeteners. 
It would have been obvious to one of ordinary skill in the art to modify 
Kageyama/Green/Johnson to include the anesthetic composition including a sugar-free 
sweetener such as sucralose, to sweeten the composition without risk of dental caries, 
as taught by Hough. 

9. Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kageyama in view of Green, and further in view of Hough. 
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10. For Claims 20-22, Kageyama/Green teach all the limitations of Claim 1 , as 
described above in paragraph 4. Green teaches the liquid or gel being a topical 
anesthetic for use in the mouth for treatment of infected teeth and gums (col. 1 , lines 
12-15, col. 4, lines 44-51, Claim 11). Kageyama does not teach the anesthetic 
composition including a sweetener. However, it is well known in the art to include a 
sugar-free sweetener such as sucralose in dental compositions. Hough confirms this 
and teaches a sugar-free sweetener for sweetening compositions for use in the mouth, 
including orally administered pharmaceutical compositions (col. 1, lines 4-21, col. 2, 
lines 32-42). Hough teaches that sugar-free sweeteners are advantageous in that they 
combine a high degree of sweetness with a low risk of dental caries (col. 1, lines 22-28). 
For Claims 21 and 22, Hough teaches the sweetener being sucralose (col. 1, line 65 to 
col. 42; note that sucralose is the generic name of the compositions described). For 
Claims 20-22, Applicant's specification does not disclose that the use of sucralose in the 
anesthetic composition solves any particular problem or has any advantage over other 
sugar-free sweeteners. It would have been obvious to one of ordinary skill in the art to 
modify Kageyama/Green to have the anesthetic composition include a sugar-free 
sweetener such as sucralose, to sweeten the composition without risk of dental caries, 
as taught by Hough. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paula L. Craig whose telephone number is (571) 272- 
5964. The examiner can normally be reached on 8:30AM-4:00PM M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571) 272-1115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Paula L Craig 
Examiner 
Art Unit 3761 

PLC 



